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Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 8, 17, 20-21, and 27 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 8 is not clear because a second transparent sheet is disposed separately from a first 
sheet and adjacent to a first surface of the same second transparent sheet. This cannot be (see 
"first transparent sheet and adjacent to". . .), thus the structure is not clear. Claims 17 and 20 
have similar issues ". . .and adjacent to. . .", where the structure is not clear. 

To claims 21 and 27, that a transparent ink layer is directly printed onto a transparent 
sheet, it is not clear if this transparent sheet is an additional sheet, or the two transparent sheets 
mentioned prior to, thus the overall structure is unclear. If it is an additional layer in addition, 
the Examiner suggests using further comprising language. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1-4, 6-8, 10-12, 17-18, 20, 22-23, 25, and 29-30 are rejected under 35 U.S.C. 
102(b) as being anticipated by USPN 5,270,087 to Polsky. 
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Polksy teaches a workpiece as claimed per instant claim 1 comprising: transparent 
substrate, colored sheet (colored ink layer equivalency), and removable scratch opaque layer in 
the same order as claimed (see patented claims 1-2, and FIGS. 1-5). 
Regarding instant claims 8, 1 1, 20, and 22, Polsky teaches the same structure in FIG. 5 and 
associated text in this order: 16, opaque scratch coat (same material so capability is met (can be 
removed with fingers partially)/ 18, color transparent sheet in one or more layers (3:10-15, both 
first and second transparent and solid colored sheets) ./l 4 clear, transparent plastic sheet (instant 
claim 20). Further to capability of being able to be scratched with a finger, is not germane since 
it has been held that an element that is "being able to" perform a function is not a positive 
limitation but only requires the ability to so perform. It does not constitute a limitation in any 
patentable sense. In re Hutchinson, 69 USPQ 138. Language that suggests or makes optional 
but does not require steps to be performed or does not limit a claim to a particular structure does 
not limit the scope of a claim or claim limitation. 

Regarding instant claims 17-18, 25, and 29, Polsky teaches the same structure in FIG. 1 
and associated text in this order: 16, opaque scratch coat/14, clear, transparent plastic sheet/18, 
color transparent sheet in one or more layers (3:10-15, instant claim 25, transparent colored 
sheet). 

Regarding instant claim 2, see patented claim 5 and 16, FIG. 1 and associated text. 

Regarding instant claim 3, see patented claim 7. 

To instant claims 4 and 10, see patented claim 3 and 2:43. 

To instant claim 6, see patented claim 8. 

To instant claims 7, 12, 23, 30 see patented claims 4 and 8-12 (product) and 3:10-48. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 5, 13, 19, 24, and 31are rejected under 35 U.S.C. 103(a) as being unpatentable 
over USPN 5,270,087 to Polsky in view of USPN 3,815,263 to Oberwager. 

Polsky essentially teaches the claimed invention. 

Polsky does not teach a kit (instant claims 5, 13, 19, 24, and 31). 

Oberwager teaches a kit for stained glass containing elements (scissors, sheets) used for 
assembly of stained glass articles (do-it-yourself) see 1 :5-10, 2:5-30. 

It would have been obvious to one having ordinary skill in the art to have modified 
Polsky to include any construction materials of Polsky in a kit for assembly purposes as 
Oberwager teaches (1:5-10, 2:5-30). 

6. Claims 9, 21, and 26- 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 5,270,087 to Polsky in view of USPN 2,762,153 to Knode. 

Polsky essentially teaches the claimed invention above. 

Regarding instant claims 9, 26, and 28, Polsky teaches a rigid substrate (2:35), but Polsky 
does not teach a cellophane sheet used for the second or fist transparent sheet. 
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Knode teaches a clear transparent sheet and a transparent colored cellophane sheet used 
in a transparency laminate for visualizing designs throughout the sheet to illustrate depth, or 
shading for stained glass applications (1:15-25, 1:60-70, 2:10-50, 3:5-15). 

It would have been obvious to one having ordinary skill in the art to have modified 
Polsky to substitute a transparent sheet for a cellophane sheet because Knode teaches it provides 
depth, or shading while still being able to see the designs for stained glass applications (1:15-25, 
1:60-70, 2:10-50, 3:5-15 of Knode). 

To instant claims 21 and 27, Polsky teaches opaque 16/transparent 14/18 color 
transparent printing ink in one or more layers (3:5-15) in Fig. 1 and associated text (serving as a 
transparent ink layer directly printed on a transparent substrate 14 (3:22-36)). 

If another transparent sheet is required under the ink layer, Knode teaches designs on a 
clear transparent/colored transparent sheet which may be placed over glass (3:5-15) or the glass 
could be substituted for the clear plastic transparent layer (1 :60-65) also where the transparencies 
are used to provide art and creative assemblies (1 : 15-40) providing depth, or shading effects 
while still being able to see the designs for stained glass applications. 

It would have been obvious to one having ordinary skill in the art to have modified the 
laminate of Polsky to further include ink layers and transparent sheets because Polsky teaches 
several transparent ink layers may be applied to transparent substrates and Knode teaches further 
transparent clear and colored sheets as substrates for designs add depth, shading effects and 
creative assemblies for stained glass applications (1:15-45, 1:60-70, 2:10-50, 3:5-15 of Knode). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tamra L. Dicus whose telephone number is 571-272-1519. The 
examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADgfipM 
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